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The America Invents Act (AIA) created several new 
administrative proceedings for challenging the validity of 
issued patents at the United States Patent & Trademark 
Office (USPTO), including Inter Partes Reviews (IPRs) 
and Post-Grant Reviews (PGRs). Effective September 
16, 2012, these proceedings rapidly became important 
and often used tools to challenge patents asserted against 
a party in a parallel context, e.g., in litigation or licensing, 
and are still important proceedings to consider in these 
contexts.

Prior to the commencement of  these AIA proceedings, 
the USPTO held both ex parte reexamination (EPR) 
and inter partes reexamination proceedings for the same 
purpose. While the later proceedings were abolished by 
the AIA, EPR proceedings were left intact, although 
with reduced popularity. However, in recent years, as 
IPR institution rates have declined, there has been a 
renewed interest in EPRs as an alternative, or in some 
cases, a backup, to IPR proceedings. This article will 
discuss and compare IPR, PGR, and EPR Proceedings, 
providing insight into the pros and cons of  using each 
proceeding.

Background

The USPTO Patent Trials and Appeals Board (PTAB) 
oversees both IPRs and PGRs.1 As explained in more 
detail below, a party may be able to file either an IPR or 
PGR to challenge a given patent, depending on timing. 
IPRs and PGRs are typically used by parties as offensive 
measures to challenge the validity of one or more claims 
of a patent of interest, either because the patent was pre-
viously asserted against the party in litigation or licensing 
or otherwise presents a risk to a present or future product 

of the party, or in some cases based on an assertion of 
public interest.

In contrast, the Central Reexamination Unit (CRU) 
of the USPTO oversees EPRs,2 which may thereafter 
be appealed to the PTAB.3 While an EPR can be used 
offensively by a third party as an alternative to an IPR or 
PGR to attack the validity of patent claims, an EPR can 
also be used defensively by a patent owner to strengthen 
patent claims against newfound prior art uncovered after 
issue.4

Timeline

Timing is one of the most important considerations in 
choosing a post-grant proceeding, both respecting when a 
petition can be filed and the overall length of proceedings. 
A PGR petition must be filed within the first nine months 
following the grant of the challenged patent.5 This nine-
month, post-grant challenging period is reserved to the 
exclusion of an IPR petition on newly issued patents at 
the PTAB.6 An IPR petition can be filed after this period 
or after the termination of a PGR, whichever is later.7 As 
such, based on the timing of the challenge, a potential 
petitioner may file either an IPR or a PGR, but not both 
at the same time. Additionally, an IPR petition cannot 
be filed following one year from being serviced with an 
alleged infringement complaint.8

In contrast to the time limits governing IPR and PGR 
proceedings, EPRs can be filed “at any time” during the 
enforceable life of the patent.9 Likewise, an EPR can be 
filed after (or even during pendency of) a PGR or IPR 
petition, typically in the event that the PTAB does not 
institute proceedings.10

Regarding the length of proceeding, the PTAB will 
determine whether or not to grant an IPR or PGR peti-
tion and institute proceedings typically within three 
months following a preliminary response or the last date 
on which this response may be filed.11 This usually takes 
an average of six months after filing a petition.12 An IPR 
or PGR will be completed within a year of the institu-
tion decision but may be extended an extra six months 
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for good cause.13 The time from petition to completion 
is, on average, eighteen months.14 By comparison, EPR 
proceedings have slightly shorter spans. A decision to 
institute an EPR proceeding is typically made within 
three months following the filing of an EPR request, but 
it often only takes a month and a half.15 The average time 
from filing to completion EPR proceedings is around fif-
teen months.16 Moreover, note that while settlement of an 
IPR or PGR typically results in termination of proceed-
ings, settling an EPR does not.17

Either way, post-grant proceedings are typically shorter 
than a district court patent litigation, which has a median 
time from filing to trial of slightly over two years depend-
ing on the district.18

Scope of Review

IPR and EPR petitions are limited to challenges on 
novelty (35 U.S.C. § 102) and obviousness (§ 103) based 
on patents and printed publications.19 A PGR petition 
has can be broader and additionally assert challenges 
on patent eligibility (§ 101), description and enablement   
(§ 112), and double patenting (§ 121).20

In IPR and PGR proceedings, the scope of review is 
limited to the grounds asserted in the petition.21 In EPR 
proceedings, the USPTO can consider any prior art, even 
those independently found by the Patent Office and not 
the basis of request for reexamination, which raises a 
substantial new question of patentability.22

Parties Involved

While IPR and PGR petitioners can participate 
throughout the entire proceedings, EPR petitioners have 
only limited opportunity for participation after the peti-
tion is filed.23 IPR and PGR petitioners must also identify 
all so-called real parties in interest, that is, other parties 
that are clear beneficiaries of the proceedings and have a 
preexisting, established relationship with the petitioner, 
e.g., a party that funds, directs and controls the petition 
behind the scenes.24 By contrast, EPR petitioners can be 
any party, including the patent owner, and may remain 
anonymous throughout the proceeding.25

Standard

Regarding standard of review, a PGR petition must 
show that it is “more likely than not” that at least one 
challenged claim is unpatentable.26 An IPR petition must 
show a “reasonable likelihood” that the petitioner will 
prevail with respect to at least one claim.27 EPR petitions 

are reviewed under a different standard; a petition must 
raise a “substantial new question of patentability” affect-
ing any claim.28 Notably, all these standards for chal-
lenging patents at the PTO are easier to meet than the 
standard for challenging patents in district court, where 
one must defend invalidity with “clear and convincing” 
evidence.29

Institution and Grant Rates

IPR and PGR petitions have comparable institution 
rates by petition (67%) and percentage of unpatentable 
claims found after institution (50.6%), although the num-
ber of PGR petitions filed to date is a much less than as 
for IPRs.30 IPRs and PGRs also have roughly the same 
percentage of patentable claims found after institution 
(14.9% and 14.5%, respectively), disclaimed claims found 
after institution (6.9% and 6.6%, respectively), and set-
tled claims that were not addressed (27.5% and 28.3%, 
respectively).31

EPRs, conversely, have a much higher request grant rate 
(92.2%).32 EPRs result in 21% of claims being confirmed, 
66% of claims being amended, and the remaining claims 
being cancelled.33

Estoppel

IPR and PGR proceedings may not be instituted if  
the petitioner has already filed a civil action challeng-
ing a patent claim’s validity.34 Here, counterclaims are 
not considered civil actions.35 Further, petitioners (or 
other real party in interest or privy of  the petitioner) 
are barred from bringing any civil action or requesting 
other PTO proceedings on grounds that could have rea-
sonably been raised during PTAB post-grant proceed-
ings.36 This elicits the strategic decision of  whether to 
raise all potential issues before the PTAB (via a PGR if  
available) or save some for challenges in district court 
by foregoing a PGR and filings an IPR – this preserving 
112 and other issues. There is no estoppel for EPRs.37 
An IPR filed on a patent that is in EPR proceedings will 
likely result in a stay of  the EPR in favor of  the IPR.38 
Moreover, EPRs can be used where an IPR or PGR is 
not instituted.39

Practical Considerations and 
Strategies

Patent owners should consider strategies to maximize 
IP protection, such as reviewing related counterparts and 
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families for prosecution and disclosure and considering 
proactive EPRs for high value patents when new prior 
art is discovered.

Potential petitioners should consider strategies to mini-
mize IP risks, such as monitoring competitors’ prosecu-
tion and grants, evaluating infringement risks and values 
of competitors’ patents, identifying available positions 
to challenge competitors’ patents, and strategically 

determining the best forum for each position (i.e., PGR 
vs. IPR vs. EPR vs. District Court). Moreover, the scope 
of potential estoppel, timing requirements, and claim 
construction issues should be evaluated. Ultimately, the 
growing trend towards using post-grant proceedings in 
connection with both offensive and defensive litigation 
strategies holds benefits for both patent owners and 
potential petitioners.
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